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1 )S Responsive to communication(s) filed on 15 December 2006 . 
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3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) S Claim(s) 12-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 12-18 is/are rejected. 
?)□ Claim(s) is/are objected to. 
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Application Papers 

9) 0 The specification is objected to by the Examiner. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this OfiBce action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

L Claims 12-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Forshner et al 
(2002/0052461). Forshner et al teach thermoplastic polyurethane comprising high molecular 
weight diol (A), low molecular weight diol (B), and polyisocyanate (C), wherein (A) is 
polycarbonate having a molecular weight between 1000-3000, (B) consists of 1,3-propanediol, 
and (C) is 4,4'-diphenylmethane diisocyanate (Abstract, paragraphs 13-16, 39, 41, 46, and 59). 
2. Furthermore, compounds (A), (B), and (C) exist in amounts where (B) and (C) have a 
stochiometric range of at least 1:1 and are present in amounts relative to (A) by 10-55 weight 
percent, which overlap applicants claimed parts by weight ranges (Paragraphs 13-16). Forshner 
et al in table 5, example DPM-22 teach impact resilience greater than 50%, and although no 
testing temperature is disclosed, table 12 teaches chemical resistance tests performed at room 
temperature, therefore the examiner takes the position that impact resilience values were 
measured at the same temperature. It can be concluded that since structure and impact resilience 
at 23®C are shared, then the thermoplastic polyurethane inherently shares the same properties as 
claimed of 0.6 times the impact resihence of 23®C at O^C. 

Claim Rejections - 35 USC § 103 



Application/Control Number: 10/526,904 Page 3 

Art Unit: 1711 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claim 12-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Forshner et 

al (2002/0052461) in view of Vedula et al ('059). Aforementioned, Forshner et al teach an 

impact resilient thermoplastic polyurethane composition consisting of high and low molecular 

weight diols and polyisocyanate, but fail to teach an application in golf balls. Vedula et al also 

teach a thermoplastic polyurethane composition comprising the reaction product of high and low 

molecular weight diols, and polyisocyanate (Col 1 lines 26-40). Vedula et al show that the 

f 

composition has superior mechanical properties similar to Forshner et al, and can be utilized in 
golf balls (Col 3 lines 41-50, col 1 1 lines 21-22). 

4. Therefore it would have been obvious to one of ordinary skill within the art at the time of 
invention to include the teaching of Vedula et al in Forshner et al to utilize the polyurethane in a 
golf ball composition based on the motivation that both compositions comprise thermoplastic 
polyurethane containing analogous polyurethane compositions and Forshner et al and Vedula et 
al teach analogous mechanical properties. 

5. Claims 12-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Forshner et 
al (2002/0052461) in view of Harris et al (2003/0078341). Aforementioned, Forshner et al teach 
an impact resilient thermoplastic polyurethane composition consisting of high and low molecular 
weight diols and polyisocyanate, but fail to teach an application in golf balls, specifically golf 
ball covers. Harris et al teach a golf ball cover composition comprising thermoplastic 
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polyurethane which is the reaction product of high and low molecular weight diol with 
polyisocyanate, wherein the high molecular weight diol is polycarbonate (Abstract, Claim 1). In 
particular, Harris et al disclose that the thermoplastic composition preferably exhibits superior 
impact resilience, specifically values greater than 70%. 

6. Therefore it would have been obvious to one of ordinary skill within the art at the time of 
invention to include the teaching of Harris et al in Forshner et al to utilize the polyurethane in a 
golf ball cover composition based on the motivation that both compositions comprise 
thermoplastic polyurethane containing analogous polyurethane compositions and Forshner et al 
and Harris et al teach analogous mechanical properties. 

Response to Arguments 
AppUcant's arguments filed 1 1/29/2006 have been fiiUy considered but are moot in view 
of the new rejection presented above. 

Conclusion 

Any inquiry conceming this communication or earlier communications fi'om the 
examiner should be directed to Benjamin J. Gillespie whose telephone number is 571-272-2472. 
The examiner can normally be reached on 8am-5 :30pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



B. Gillespie 



RABONSERGENT 
PRIMARY EXAMINER 




